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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

MARK D. TANNEN,
Opposer,
Vs. ; Opposition No.: 91151109
Serial No.: 75/845,350
JAY MACK, :
Applicant.

MEMORANDUM OF LAW IN SUPPORT OF APPLICANT'S
MOTION TO DISMISS OPPOSITION FOR LACK OF SUBJECT MATTER
JURISDICTION, OR IN THE ALTERNATIVE
FOR SUMMARY JUDGMENT (FRCP 12(B)(1), FRCP 56(C)

1.  INTRODUCTION:

On December 1, 1999, Applicant filed its intent-to-use application forf registration of the
mark INTELLIWEAR in International Class 9 for “wearable computer hardwiivare and computer
software, namely, wearable micro processor-powered computers and associatgid '_software used for
hancis ﬁeé data entry, data »storage, data retricval and data processing, an(i hsed for electronic

messaging and for connectiﬁg to the internet.” It was assigned Serial No. 75/ 845;3 50. The mark was




07/18/02 10:47 FAX 831 649 0566 DAVIS SCHROEDER

doo3

published in the Official Gazette of the United States Patent and Trademark Offide on October 30,
2001.

On February 27, 2002, Opposer filed a Notice of Opposition alleging tl;lat the “goods to
which Applicant’s alleged NTELLIWEAR mark will be applied and the goods/ seﬂ%vices upon which
Opposer’s AMERICAN INTELLIWARE and Al AMERICAN lNTELLIWARé AND DESIGN
(“AMERICAN INTELLIWARE Marks") are extensively used and/or registered ére or are likely to
be related* and that the “Applicaﬁt’s alleged INTELLIWEAR mark is confusiﬁgly similar to the
AMERICAN INTELLIWARE Marks owned by Opposer; it falsely suggests a connection with
Opposer; it constitute a false representation that Applicant’s goods are approveid or sponsored of
Opposer or that Applicant’s business is connected or affiliated with Opposer or that INTELLIWEAR
is a version of Oppbser’s AMERICAN INTELLIWARE Marks, and its us(%e and regisfration ‘
contemporaneously with Opposer’s AMERICAN INTELLIWARE Marks 1s likely to cause
consumer confusion, mistake and deception as to the source of Applicant’s éoods,” (Notice of
Opposition §§ 8-9).

Further, in his Notice of Opposition, Opposer claimed that “through h'15 predecessors in
interest, has been engaged for over (16) sixteen year in the development, mar;:keting and sale of

"desktop and portable computer hardware . . .”, that Opposer had used his matk Al AMERICAN
INTELLIWARE since at least June 15, 1984, that Opposer has long been using his marks
extensively and contmuously, that he “is also the owner of valid and subsisting U. S. Registration
No. 1,347,429 for thé mark Al AMERICAN INTELLIWARE and Design,” and that because of this,

“Opposer had priority over Applicant because its use and/or registration date for the AMERICAN
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INTELLIWARE Marks precede the Applicant’s filing date for its intent-to-use apﬂlication. (Notice

of Opposition §§1-7).

The fundamental issues in this Motion are as follows:

(1)  Inthe issue of Motion for Dismissal: Opposer is not a real partyi in interest to the
mark Al AMERICAN lNTELLlWARE, and thus Opposer has no standing to oppci)se registration of
the Applicant’s mark INTELLIWEAR, and

@ In the issue of Motion for Summary Judgment: Asdemonstrated b:%low, TANNEN’s
opposition is baseless. The undiéputed facts establish that there is no genuine jssue for trial and that
Applicant is entitled to judgment as a matter of law.
1L ARGUMENTS IN THE CASE OF MOTION TO DISMISS

A. LACK OF SUBJECT MATTER JURISDICTION DUE TO LACK OF
STANDING

1. Opposer’s Notice of Opposition Should Be Dnsmlssed,l’ursuant to Rule
12( l_))jl) Because the Opposer Lacks Standing '

ARule 12(b)(1) motion to dismiss for lack of standing may attack the court's subject
matter jurisdiction either facmlly or factually. See White v. Lee, 227F .3d 1214, 1D42 (9th Cir. 2000)
(stating that standing pertains to a federal court's subject matter jurisdiction). An Opposer has the
burden of establishing standmg See Thompson v. McCombe, 99 F.3d 352, 353%(9th Cir. 1996) ("A
party invoking the federal court's jurisdiction has the burden of proving the uactual existence of

v subject matter jurisdiction”). .

In this case, the Opposer has alleged that he is a real party in 1hterest based on his

rights acqulred by the a551gnment of a federally registered trademark. When, as here aRule 12(b)(1)

attack is factual, the court may look beyond the compla;mt to matters of public récord without having
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to convert fche motion into one for summary judgment. See White, 227 F.3d at 124:2. The court also
need not presume the truthfulness of a plaintiff's allegations. Id. Because the records of the U.S.
Patent énd Trademark Office (“USPTO”) and the Secretary of State of California sjhow that he is not
the owner of the traderﬁark claimed, the opposer cannot object to this evidence td survive a motion
to dismiss.

Because standing is determined at the time the Opposition is ﬁleﬁ, post opposition
actions on the part of the Opposer offer no relief. See Becker v. Federal Election Comm'n, 230F.3d
381, 386 n.3 (1st Cir. 2000); White v. Lee, 227 F.3d 1214, 1243 (9th Cir. 2000); Pprk v. Forest Serv.
of the United States, 205 F.3d 1034, 1037 (8th Cir. 2000); Perryv. Village ofArli;;zgton Heights, 186
F.3d 826, 831 (7th Cir. 1999); Carr v. Alta Verde Indus., Inc., 931 F.2d 1055, 1061 (5th Cir. 1991).
In addition to these constitutional requirements, in a challenge to administrativée action, a plaintiff
must establish prudential standing. See Valley Forge Christian Coll. v. Américans United for
Separatzon of Church & State, Inc.,454U.S. 464,474-75, 70L. Ed 2d 700, 102 S. Ct. 752 (1982);
Presidio Golf Club v. National Park Serv., 155 F.3d 1153, 1157 (9th Cir. 1998)

2. Opposer Does Not Possess The “Al AMERICAN INTELLIWARE AND

Opposer Does Not Possess 1he A1 AMERDRLAN U L Tt = e

DESIGN” Mark

Opposer claims rights “through his predecessors in interest’:’ using the marks
AMERICAN INTELLIWARE, Al AMERICAN INTELLIWARE AND DEE'BIGN and variants
thereof since as early as June 15, 1984. (Notice of Opposition §§1-3) Oppose;r further claims that
he is the owner of U. S. Registration No. 1,347,429 for the mark Al AMERICAEN INTELLIWARE
and Design. (Notice of Oppoéition §5) The USPTO records for this mark E:clearly indicate the
applicant and original owner as Amencan Intelliware Corporation, a Cahforma COI'pOI'atlon The

USPTO records for this mark also show an a551gnment of the mark from A)mcncan Intelliware

-4 .
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Corporation to Mark D. Tannen dated June 30, 1995. The assignor’s signatory is listed as Mark D.
Tannen, President of American Intelliware Corporation. A copy of this trademark assignment is
attached herewith as Exhibit A and incorporated by reference.

A check of the corporate status of American Intelliware Corp";oration with the
California Secretary of State revealed that on June 1, 1994, pursuant to the Eprovisions of the
California Bank and Corporation Tax Law, that the exercise of corporate powers, rights and
privileges of the American Intelliware Corporation had been suspended. A cettified copy of the
Domestic Cbrporation Certificate of Filing and Suspension of American Intelliwiare Corporation as
of December 19, 2001 is attached hereto as Exhibit B and incorporated by reference.

Under Californialaw, a corporation, which has been suspended fdr failure to

pay franchise taxes, is prohibited from conveying property or ¢nforcing a

contract. Usher v. Henkel, 205 Cal. 413,417,271 P. 494 (1928); i Damato v.

Slevin, 214 Cal. App.3d 668, 674,262 Cal. Rptr. 879 (1989); We have stated

that upon suspension of a corporate franchise, the business entity “[can] not

function as a corporation and [is] incapable of exercising corporate powers

for any business purpose.” Lloyd Myers Co. v. Department of l;ljgric., 1994

U.S. App. LEXIS 1923 (9th Cir. Jan. 26, 1994) citing McLaughlin Land &

Livestock Co. v. Bank of America, 94 F.2d 491, 493 (9th Cir. 1938).

As a result of American Intelliware Corporation’s corporate statiis being suspended
on June 1, 1994, there existed no corporate authority to transfer the marfi Al AMERICAN
INTELLIWARE AND DESIGN to the Opposer or anyone else. Therefore, the assignment of the
mark from Opposer (as president of a defunct corporation) to himself as ani individual is void
because of the lack of corporate authority to assign the mark. Opposer is therefore not the owner of

the mark as alleged in his Notice of Opposition, and has no standing to opp;bse the Applicant’s

registration of the mark INTELLIWEAR on this basis.

hoos
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B. IN THE ALTERNATIVE, SUMMARY JUDGMENT IS APPROPRIATE AND
SHOULD BE GRANTED IN APPLICANT’S FAVOR

SHOULD BE GRANTED INAPPLICANI SFAVDIR

Resolution of inter partes proceeding by means of summary judgment is éncouraged by the
Courts. “The practice of the U.S. Claims Court ... in routinely disposing of nmérous cases on the
basis of cross-motions for summary judgment has much to commend it. The aﬁoption of similar
practice is to be encouraged in inter partes cases before the Trademark Trial and Appeal Board,
which seem particularly suitable to this type of disposition.” Pure Gold, Inc. v. Sjﬂ;ztex (U.S.4.), Inc., :
739 F.2d 624, 627, 222 USPQ 741 (Fed. Cir. 1984) Applicant believes that Opf:oser’s opposition
should be dismissed for lack of standing based on the above facts presented that Oi:ﬁoser isnot areal
party in interest and has not prbperly established the existence of a case or controversy between
himself and the Applicant and the reasons outlined below.

. ARGUMENTS IN THE CASE OF MOTION FOR SUMMARY JUDGMENT

A, STANDARD OF REVIEW

A party is entitled to summary judgment where “there is no gentﬁne issue as to any
material fact and . . . the moving party is entitled to a judgment as a matter of lava.” Fed.R. Civ. P.
56(c); TBMP §528. -“An issue is mﬁterial when its resolution would affect ti‘le outcome of the
proceeding under governing law.l” Institut National Des Appellations D’Orz'gi:ne and the Bureau
National Interprlofessional du Cognac v. Brown-Forman Corp., 1998 WL 285 158 .(TTAB 1998)
(citing Anderson v. Liberty Lobby, Inc., 477 U.S. 242, 248 (1986)). The 1mt131 burden is én the
movant to prove that there is no genuine issue of material fact. See Perma Ce;é'am Enters., Inc. v.
Preco Indus. Ltd., d/b/a Fosroc-Preco, 23 USPQ2d 1134 (TTAB 1992) (ciﬁﬁg Celotex Corp. v.

Catrett, 477 U.S. 317 (1986)). “[Tlhe burden on the moving party is discha:géd by ‘showing’ . ..
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that there is an absence of evidence to support the ponmoving party’s case.” Mz'ijrage Resorts, Inc.
v. Solo Cup Co., 1995 WL 237193, *2 (TTAB 1995) (citing Celotex Corp., 4717 ‘US at 325).

“[Als a general rule, the resolution of Board proceedings by meané of summary is to
be encouraged.” University Book Store, Brown ’s Book Shop and the Wisconsin Merchcint 's Fed'n
v. Board of Regents of the Univ. of Wisconsin Syzs., 33 USPQ2d 1385 (TTAB 19594) (citing Sweats
Fashions, Inc. v. Pannill Knitting Co., Inc., 833 F.2d 1560 (Fed. Cir. 1987)). W};ere, as here, there
is no genuine issue of material fact and more evidence than is already available in connection with
the summary judgment motion could not reasonably be expected to change the result, summary
judgment should be granted in tlie interests of judicial economy. See Martel, Inc v. Cindy Bunin
Nuyrick, 1997 TTAB LEXIS 148, *2 (TTAB 1997) (citing Pure Gold, Inc. v. Syfm‘ex (US.A.), Inc.,
739 F.2d 624, 222 USPQ 741 (Fed. Cir. 1984)).

Likelihood of confusion is a question of law. See Sweats Fashiébns, Inc., 833 F.2d
at 1565. Summary judgment therefore is appropriate in the context of an o;iposition based on
likelihood of confusion. See Kellogg Co. v. Pack’Em Enterprises Inc., 951 FZd 330, 332-33, 21
USPQ2d 142 (Fed. Cir. 1991) (dissimilarity between competing marks “fully? supports” entry of
summary judgment dismissing an opposition); Keebler Co. v. Murray Bakery i”raducts, 866 F.2d
1386, 1388_, 9 USPQ2d 1736 (Fed. Cir. 1989) (affirming grant of summary jlidgment dismissing
opposition based on likelihood of confusion); Pure Golds, Inc. v.. Syntex (U.S.4. ), Inc.,739F.2d 624,

222 USPQ 741 (Fed. Cir. 1984) (affirming grant of summary judgment dismissi,ﬁg opposition based

on likelihood of confusion).

doos
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B. ARGUMENTS -

TANNEN based his opposition on an alleged likelihood of confl:ision between his
AMERICAN INTELLIWARE Marks (‘AMERICAN INTELLIWARE” which nf::laIk Applicanthas
found no state or federal regiétrations under the name of Opposer and ;Al AMERICAN
INTELLIWARE AND DESIGN which mark Applicant has found that Opposéir has no valuable
property rights) and Applicant’s INTELLIWEAR mark. (Notice of Opposiircion §§8-9) The
.undisputed facts establish, however, that there is no likelihood of confusion and that Applicant is
entitled to a judgment as a matterof law. Accordingly, Applicant’s Motion for Sijmmary Judgment
should be granted, dismissing TANNEN’s opposition in its entirety.

1. Likelihood of Confusion is a Question of Law, Pronbrlv Resolved on
Motion for Summary Judgment.

In pertinent part, 15U.S.C. §1052(d) bars registration of a tradetélark that “consists
of or comprises a mark which so resembles a mark registered in the Patent and :Trademark Office,
or a mark or trade name previously used in the Untied States by another and n@pt abandoned, as to
be iikely, when used on or in éonnection with applied to the goods of the épplicant, to cause
confusion, or to cause mistake, or to deceive . . . .” TANNEN alleges that% Applicant’s mark
INTELLIWEAR will damage Opposer within the meaning of this Section and Section 1052(a).
(Notice of Opposition §9). '

The existence of a likelihood of confusion between trademarks 1'3 a question of law,
to be determined by evaluating and balancing the followmg pertinent ev1dent1ary factors enunciated

in the Du Pont case (Inre E.L Du Pont de Nemours & Co., 476 F.2d 1357, 13'61 177 USPQ 563

(CCPA 1973): i
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1. The similarity or dissimilarity of the marks in their entireties as to appearance,
sound, connotation and commercial impression.

2. The simila;rity or dissimilarity and nature of the goods or seﬁvices as described
in an application or regiétration or in connection with which a i)rior mark is in use.

3.  The sinﬁiarity or dissimilarity of established, likely-to-continue trade
channels.

4, The cond%ﬁons under which and buyers to whom salés are made, i.c.,
“impulse” vs. careful, séphisticated purchasing.

5. The fame of the prior mark (sales, advertising, length of tse).

6. The number and nature of similar marks in use on similar goods.
7. The nature and extent of any actual confusion.
8. The length of time during and conditions under which there has been

concurrent use without evidence of actual confusion. -

9. The variety of goods on which a mark is or is not used (hohse mark, “family”

mark, product mark).
10.  The market interface between applicant and the owner of a prior mark:
a. a ﬁere “consent” to register or use.
b. agreement provisions designed to preclude confus%ion, i.e. limitations
on continued use of the marks by each party. :
| c. aséignment of mark, application, registration and good will of the

related business.
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d laches and estoppel attributable to owner of prior mLark and indicative
of lack of confusion.

11. - The éxtenjt to which applicant has a right to exclude otheirs from use of its
mark on its goods. |

12. " The extent of potential confusion, i.e., whether de minimz‘;s or substantial.

13. Any othcf established fact probative of the effect of use.

The Federal Circuit and this Board frequently have held that ﬁbt every factor is
equally important to the likelihood of confusion analysis in every case, and that a single Du Pont
factor may be dispositive of thé issue. See, e.g., Champagne Louis Roederer, S.A. v. Delicato
Vineyards, 148 F.3d 1373,1374-75 (F ed. Cir. 1998). Here, the dissimilarity of thé competing marks
is dispositive and therefore a sufficient basis for entry of summary judgmént dismissing the
opposition in its entirety. See, e.g., id. (affirming Board’s treatment of dissimilarifty alone precluded
any reasonable likelihood of confusion); Kellogg Co. v. Pack’Em Enterprises Inci. ,951 F.2d at 332-
33 (dissimilarity between the mérks “fully supports” entry of summary judgxﬁent dismissing an
opposition); Mattel, Inc., 1997 TTAB LEXIS 148, *6 (dissimilarity of the marké under the first Du
Pont factor held dispositive on summary judgment).

2. . Thereis No Likelihood of Confusion Because the Com ipeting Marks are

Dissimilar In Their Entireties as to_Appearance, So mnd Connotation
and Commercial Impression.

Applicant’s INTELLIWEAR mark and any of the AMERICAN INTELLIWARE
Marks are so undisputedly dlssnmlar that even the two Examining Attorneys of the USPTO who
were assigned to review application of Applicant did not find Al AMERICAIN INTELLIWARE

AND DESIGN confusingly similar to INTELLIWEAR.

-10- | 5
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The first factor in Du Pont is “the similarity or dissimilarity of tile marks in their
entireties as to appearance, sound, conno';aﬁon and commercial impressions.” See 'In re E.I DuPont
de Nemours & Co., 476 F.2d 1357,1361,177 USPQ 563 (CCPA 1973). “[S]imilaétity is determined
on the basis of the total effect of the designation, rather than a comparison of inciividuﬂ features.”
Pignons S.A. de Mecanigue v. Po?laroid Corp., 657 F.Zd 482,487 (1* Cir. 1981) (;citations omitted).
See Massey Junior College, Inc. v. Fashion Institute of Technology, 492 F.2d 15399, 1402 (CCPA
1974) (the Board may not diss;ct competing marks. to determine confusing siimilarity but must
consider the similarities of the n;arks taken as a whole).

Considered in its entirety, Applicant’s INTELLIWEAR mark i therefore readily
distinguishable from any of the AMERICAN INTELLIWARE Marks. The only Esimilarity between
the marks is that the marks have the first seven letters INTELLI. The similarit?y of these letters is
entirely insufficient ;co support a finding of a likelihood of confusion.! See zd‘ (no likelihood of
confusion between ALPHA and ALPA marks in view of the total effect of the :marks); Industrial
Nucleonics Corp. v. Edward J. Hinde, d.b.a. Hinde Engineering Co., 475 F.2d 11 97,1199 (CCPA
1973) (agreeing with the Board’é consideration of the marks in their entireties and its conclusion that
visual inspection and vocalization of ACCURA-FLO and ACCURAY marks “Bﬁr‘mg out substantial
differences in sound, appearance, connotation, and commercial impression’”); iLever Brothers Co.
v. The Barcolene Co., 463 F:2d 1107, .1 108-09 (CCPA 1971) (agreeing'i with the Board’s

consideration of marks in their entireties and its conclusion of no likelihood of confusion between

1

'Furthermore, when the question of likelihood of confusion involves an applicant’s mark and an
opposer’s “family of marks,” the opposer must show that the designation constituting the familiar element is
recognized by the public as indicative of 2 common otigin of the goods. | & ] Snack Féods Corp. ». McDonald’s
Corp., 932 F.2d 1460, 1462-63 (Fed. Cir. 1991). To the extent that TANNEN telies upori the “family of marks”
doctrine, he cannot claim that the letters “INTELLI” constitute the common element retognized by the public.

1

“11-
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ALL and ALLCLEAR marks); Calgate-Palmolzve Co. v. Carter-Wallace, Inc., 432 F.2d 1400, 1402
(CCPA 1970) (agreeing with the Board that the mere presence of the word “peak” 1h the mark PEAK
PERIOD does not, standing alone create a likelihood of confusion and that, con51dered in their
entireties, the marks PEAK and EPEAK PERIOD neither look nor sound ahke); Sears Mortgage
Corp. v. Northeast Savings F.A. , 1992 TTAB LEXIS 46, *9-10, 24 USPQ2d 1?;.27 (TTAB 1992)
(considered in their entireties, APPROVAL PLUS and APPROVALFIRST é—marks held to be
sufficiently different in appea:ance, pronunc1at10n and meaning as to preclude finding of likelihood
of confusion, even as used with 1dent1ca1 services); Electronic Data Systems Corp v. EDSA Micro
Corp., 1992 TTAB LEXIS 4, *11 23 USPQ2d 1460 (TTAB 1992) (no hkehhood of confusion
between applicant’s EDSA mark for computer programs for electrical dlsmbutlon system analysis
and design and opposer’s EDS mark for computer data processing progranhmmg,/mformatlon
management services); The Reynolds and Reynolds Co. v. LE. Systems, Inc., 19§7 TTAB LEXIS 6,
*7 5USQP2d 1749 (TTAB 1987) (no likelihood of confusion between applicant’%s ACCULINK and
opposer’s ACCU-prefixed marks); Wooster Brush Co. v. Prager Brush Cc;:., 231 USPQ 316
(TTAB 1986) (POLY PRO and POLY FLO marks not confusingly similar). Sée also Keebler Co.
v. Murray Bakery Products, 866 i?.Zd 1386,9USPQ2d 1736 (Fed. Cir. 1989) (no?triable issue of fact
that PECAN SHORTEES for pecan cookies would be likely to cause confiision with PECAN
SANDIES for pecan cookies); Kellogg Co. v. Pack’Em Enterprises Inc., 14 USiPQZd 1545 (TTAB
1990), aff’d, 951 F.2d 330, 332-33,21 USPQ2d 1142 (Fed. Cir. 1991) (applicané’s mark FROOTIE

[CE too dissimilar to opposer’s FROOT LOOPS mark to be likely to cause conhsion, even though

the goods with which the marks were used were related).

-12-
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The mere sharing of the prefix INTELLI is wholly insufficient to c;reate a likelihbod
of confusion behneenthe Applicant’s INTELLIWEAR mark and the AMERICAN@ INTELLIWARE
Marks in view of the fact that. the AMERICAN INTELLIWARE Marks, \E(vhen viewed and
vocalized in their entireties, appéar longer and sound completely different. Moireover, the prefix
INTELLI is common in the computer field and cannot be distinctive to the Opposc'::r. A search of the
USPTO online database using t%le search term INTELLI? to capture any activé mark which has
INTELL! as the first seven letter'» or prefix of any word in the mark revealed the ;preﬁx INTELLI is
a crowded market in International Class 9 (Exhibit C). The search was ﬁarrowed down to
“computer” (Exhibit D) and the éearch revealed 622 references with 280 régis&ations which include
the letters INTELLI as part of thé marks in the computer field. As such, when téken in their entire
contexts, Applicant”é INTELLIWEAR mark and AMERICAN INTELLIWAF;“(E Marks are not
confusingly similar and Opposer cannot therefore base any similarity between his ;pleaded marks and
the mark of Applicant on the letFers INTELLI. Applicant further contends that %as a result of these
searches revealing a large nurr;ber of registrations of marks containing the INTELLI preﬁ)‘c,
AMERICAN INTELLIWARE Mérks are not strong marks and not subject t§ a broad range of
protection. ” : |

Further enhancing the dissimilarity between Applicant’s mark and the AMERICAN

INTELLIWARE Marks is the term following INTELLI. Applicant’s lNTELIi_IWEAR mark for

“wearable computer hardware and computer software, namely, wearable micro processor-powered
computers and associated software used for hands free data entry, data storagé, data retrieval and

data processing, and used for electronic messaging and for connecting to the internet” suggests a

product to be worn (clothing or garment). On the other hand, AMERICAN |NTELLIWARE Marks

-13- :
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covering “computer software programs and user manuals sold as a unit” suggest i;tems of the same
material or type, such as tableware, earthenware, silverware, etc. Although the %;ompeting marks
have in common the first seven Jetters INTELLI, they are certainly different in appearance and
therefore create a different comfnercial impression. In fact, the marks are no Ifnore similar than
EXPRESS to X*PRESS (Inﬁ;matipn Resources, Inc. v. X*Press Information Services, 1988
TTABLEXIS 74;6 U.S.P.Q.2D (BNA) 1034); CROSS-OVERto CROSSOVER (Sears, Roebuck
and Co., 1987 TTAB LEXIS 8l4; 2 U.S.P.Q.2D (BNA); PLAYERS for me;n’s underwear to
 PLAYERS for shoes (British Bulldog, Ltd., 1984 TTAB LEXIS 15; 224 U.S.P.Q. (BNA) 854);
BOTTOMS UP forladies’ and children’s underwear to BOTTO MS UP for mer;’s clothing (Sydel
Lingerie Co., Inc., 197 U.S.P.Q. 629 (TTAB 1977), or ASTRA for computerized l;;lood analyzerand
ASTRA for pharmaceutical prefarations and syringes (4stra Pharmaceuticali: Products, Inc. v.

Beckman Instruments, Inc., 718 F.2d 1201; 1983 U.S. App. LEXIS 15956; 220 U.S.P.Q. (BNA)

786).
3. There ié No Likelihood of Confusion Becahse Annlicant’s
INTELLIWEAR Mark and Opposer’s Marks are Used Respectively with
Distinct Goods. "

Oppos_ef states that goods to which Applicant’s alleged INTELLiWEAR mark will
be applied and the goods upon which his AMERICAN INTELLIWARE Marks aére extensively used
and/or registered are or are likely to be related. Such analysis of Opposer fails to ireco gnize the issue
of distinctiveness of goodsinvol&ed under his marks and that of Applicant’s m)ark The computer
software industry is so vast that there are almost an infinite number of sp.ecialt:ies and disciplines.
Computer software programs are;developed every day to meet the demand of cor‘fnputer use not only

in all aspects of today’s business but also for personal use. The goods under Ai)plicant’s mark are

-14 -
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completely mxrelated to the goods covered by Opposer’s marks. Although the marks are facially
“related” to computer software, the functions of the goods are quite distinct so that no likelihood of
confusion is possible.

Applicant’s lNTéLLIWEAR mark covers wearable computer hard\‘ivare and computer
software, namely, wearable micro processor-powered computers and associated 'software used for
hands free data entry, data storage data retrieval and data processing, and uSed for electronic
messaging and for connecting to the internet. Typical users of Applicant’s godds are individuals
who do not want to be encumbe;ed by big and heavy computer equipment but Want mobility and
action at the same time.

On the other hand, since Opposer did not state in his Notice :of Opposition the
function of the coﬁputer softwére programs that he claims he has and been uﬁng his marks on,
Applicant searched the USPTO online database and the Internet to find aboﬁt the icomputer software
programs produced by the suspended registrant; American Intelliware Corporation. (See Exhibits
E and F). Based on these seeﬁ*ches, Applicant believes that the computer software programs
supposedly offered under the AMERICAN INTELLIWARE Marks are entirelyi different from that
of Applicant’s products. |

Although both marks deal with computer software, the TTAB has held that “there
must be some similarity between:the goods beyond the fact that each involves thc’ use of computers.”
See Reynolds and Reynolds Co. v LE. Systems, Inc., 1987 TTAB LEXIS6,*;5 ’;I.S.P.Q.ZD (BNA)
1749. The original trademark application from American Intelliware Corporatidn was requested for

* “Computer Software Systems.” This identification of goods definition was rejedted by the examiner
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as “too indefinite for fegistration purposes.” The identification of goods for the rﬁark was amended
to “Computer software pro gramS:and user manuals soldasa unit,” Which nar.row:%s even fuﬁhcr, the
scope of goods that tﬁe putative owner of the mark Al AM ERICAN INTELLIWAR?iE AND DESIGN
could reasonably claim for 'purpéses of claiming confusion.

That Opposer uses his marks in connection with computer progﬁ;ams and software
does not allow him ;"to pre-empf the entire field of computer program and cbmputer software
products, “especially as to other ;goods in that field that are totally dissimilar to its products.” Astra
Pharmaceutical Products, Inc. v. Beckman Instruments, Inc., 718 F.2d 1201, 12%)8 (1st Cir. 1983).

Moreover, use in the same broaci field is insufﬁcient to create a triable issue of féact on the question
of likelihoed of cohfusion. See id. at 1210 (affirming grant of summary judgment of no
infringement, holding that use in ﬁe same broad field “is not sufficient to demonsitrate that a genuine
issue exists concerning likelihooa of confusion”). Indeed, the Board has unequi\%ocally rejected the
argument that the pafties’ prodgcts are so related as to create a likelihood of: confusion simply
because the products are compu'fér software. In the Electronic Data Systems Cd’rp. v. EDSA Micro
Corp., 1992 TTAB LEX[S 4, 235U.S.P.Q.2d (BNA) 1460 case, the Board statea as follows:

Oppoéer argues i;hat the parties’ products are related because. each party

provides software programs which process data. We decline to interpret the

concept of related goods so broadly. All computer software programs process

data, but it does not necessarily follow that all computer pro grams are related.

Given the ubiquitous use of computers in all aspects of business in the United

States today, this’ Board and its reviewing Court have rejected the view that

a relationship exists between goods and services simply because each
involves the use of computers. See Octocom Systems, Inc. 'v. Houston

: i
2 File Wrapper for the mark AT AMERICAN INTELLIWARE AND DESIGN, Registration Nb, 1,347429; USPTO
Office Action No. 1. : !

3 File Wrapper for the mark AT AMERICAN INTELLIWARE AND DESIGN, Registration Nb. 1,347429; USPTO
Office Action No. 2. -
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Computer Services, Inc., 918 F.2d 937, 16 USPQ2d 1783 (Fed. dir. 1990);
Information Resources, Inc. v. X*Press Information Services, 6/ USPQ2d
1034 (TTAB 1988). In particular, the fact that both partiels provide
computer programs does not establish a relationship between the goods or
services, such that consumers would believe that all computer software
programs emanate from the same source simply because they are sold under
the same marks.: See Reynolds & Reynolds Co. v. LE. Systems, Inc., 5
USPQ2d 1749, 1751 (ttab 1987). '

(EDSA for computer-aided manufacturing and design software and EDS for data processing and
information management software are not confusingly similar where the goods tflemselves and the

relevant consumers are different).

4. The Relevant Consuming Public is Not Likely to Coﬂfuse Applicant’s
' INTELLIWEAR Mark with Opposer’s Marks. '

Oppéser claims that Applicant’s INTELLIWEAR mark falsely sﬁggests connection
with Opposer and constitutes a failse representation that Applicant’s goods are appl:roved or sponsored
by Opposer. Applicant contends that likelihood of confusion as to the source of érigin of respective |
products is not possible as purchasers of computer hardware and computer soﬁ}ware programs are
sophisticated consumers. Sinceithe goods sold under these marks are specialtyf items, performing
specialized and different functiops, the purchasers are highly discriminating conisumers to know the
nature, function and maker of the: respective goods. Buying computer software program is especially
not an impulse reaction. Buyer§ of computer software programs are capable of distinguishing the
goods at issue. See Kinark Car;{. y. Camelot, Inc., 548 F. Supp. 429; 1982 U.S. ;“Dist. LEXIS 15024
(no likelihood of confusion founi:d between two CAMELOT marks for hotel serviices, inpart because-
the purchasers of sﬁch service§ are careful buyers capable of inquiring into% and understanding
information about the sources 0}‘ services, despite'the similar trade channels). %See also Beneficial

Corporation, Beneficial Management Corporation of America and Beneficial Finance Co. of New
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York, Inc., v. Beneﬁciél Capital C;rporaﬁon and Beneficial Capital Management éforporation, 529
F. Supp. 445; 1982 U.S. Dist. LEXIS 10337; 213 U.S.P.Q. (BNA) 1091.

Significantly in Beneﬁczal the Court noted that, although the partles respective
semces are both “loan” sennces, they ‘appeal to different customers, are sold m'entuely different
markets, exist for distinct purposes and thus, are in no sense proximate products » Moreover, the
Court explicitly rejected the plamtlﬁ’ s contentlon that likelihood of confusion among the general
public was relevant, noting that the prospective customers of the parties are the relevant class of
purchasers, not the general publie.

The principles apf)licable to the Camelot and Beneﬁciel cases are equally applicable
to the Applicant’s issue and serve to distinguish the parties’ marks, particularly ;since the marks in
those cases Were so snmlar Even where the marks themselves are similar, the dlssmulamy of the
parties’ goods and/or services and the degree of care with which they are purchased can preclude a
likelihood of confusion. (See Eriﬁsh Bulldog, Ltd., l9v84 TTAB LEXIS 15; 224 U.S.P.Q. (BNA)
854; Astra Pharmaceutical Proziucts, Inc. v. Beckman Instruments, Ine., 718 F2d 1201; 1983 U.S.
App. LEXIS 15956; 220 U.S.P.Q. (BNA) 786).)

There is a difference' in the target markets, because of the difference in the goods
offered under these two marks. The Applicant’s goods are sold to individuals w'ho want portability
and moblhty On the other hand a typical purchaser of Opposer’s goods, based on the limited
information about the goods oﬁ'ered by Opposer and on the description of god)ds in others marks
registered under the suspended American Intelliware Corporation, are prospéctxve story writers,
screen writers or other people who would like to get involved in writing or pubhcatmn or the film

i
industry. As such, the purchasers and users of Applicant’s goods and those of Opposer are separate,
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distinct individuals. In this respeict, this case is analogous to Information Resourcés Inc. v. X*Press
Information Services. In Information Resourcés, Inc. v. X*Press Information Sef?vices, the TTAB,
while it recognized that there ma%r bé an overlap in the ultimate énd users of appﬁcant’s goods and
opposer’s services, that both requue the use of a computer, and that both may be used to access
computer data, it also recogmzed that the goods and services themselves are d1stmct that the marks
differ significantly in appearancei, aﬁd that the goods and services involved in the ;case are relatively
expensive and are not purchased on impulse. Here, the only overlap resulis from the fact that
Applicant’s goods and registratit’s goods are, to an extent, software, that, hovw;vever is where the
similarities end.

The goods of Applicant’s and those of Opposer’s are certainly not impulse purchases.
Prospective puréhasers of Applicant’s producté first request and receive an actu,;'a\l presentation and
demonstration of the products, hence, there is no possible confusion as to soul;ce of origin of the
products. (See Kinark Coriaoraﬁon v. Camelot, Inc.; Beneficial Corporation . Beneficial Capital
Corporation - The question of the proximity of the products is considered in donnection with the
question of the sophistication of the buyers because of the closeness of two prc%ducts is, at Jeast in
part,a function of the extent to é?vhich purchasers can and do examine and disti?hguish them.]

Applicant’s goods are speqiﬁcally different from and non-c&mpetitive with the
Opposer’s goods. (See Electronfc Design & Sales, Inc., v. Electronic Data Syst(;ems Corp; 954 f.Zd
713, 716-17 (Fed. Cir. 1992); Astra Pharmaceutical Products, Inc., 718 F.2d at' 1206 If likelihood

of confusion exists, it must be based on the confusion of some relevant person; i le., alikely customer

or purchaser.)
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5. The Oppeser’s Marks are Not Famous to Estabhsh Likelihood of
Confusion.

Opposer claims that he has used his marks since as early as June:15, 1984 and has
therefore acquired substantial consumer recognition. Applicant contends the oppoéite as Applicant’s

search of the Internet for AMERICAN INTELLIWARE revealed only 4 hits at Ighost. Exhibits H

thru J. Since no mention of AMERICAN INTELLIWARE as a product name on Opposer’s
computer software products is aveilable through the most popular source of referdnce by consumers
the Internet, Opposer’s AMERICAN INTELLIWARE Marks cannot be consideﬁed famous despite
his claim of continuous use since as early as June 15, 1984. | ’

6. Opposer ;Has No Valuable Property Rights - The Mari( Al AMERICAN
INTELLIWARE Has Been Abandoned

As mdlcated above the mark Al AMERICAN INTELLIWARE was owned by the
American Intelliware Corporatlon at the time its corporate powers were suspended and it ceased to
exist as a legal entity as of June 41, 1994. Almost eight years have passed since the owner of the mark
‘passed into oblivion, and took w1th it, any use of the mark. Three years of no;huse is prima facie

evidence of abandonment:

A mark shall be deemed abandoned’ . (1) When its use has been
discontinued with intent not to resume such use. Intent not to resume may be
inferred from circumstances. Nonuse for 3 consecutive years shall be prima
facie evidence of abandonment. 'Use' of a mark means ‘the bona fide use of
such mark made in the ordinary course of trade, and not made merely to
reserve a right in a mark. 15 USCS § 1127. ;

Opposer has clai;ned throughout his Notice of Opposition right& by and because of
his alleged possession of the mark Al AMERICAN INTELLIWARE with a pmonty date based on
the original registration to American Intelliware Corporation, a California Corporatxon Ashasbeen

demonstrated by the public reco:ds of the USPTO and the California Secretar}g of State, that claim
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is void. In addition, Opposerv‘has not put forth any allegations that would sé.lpport any claim
independent of the mark’s reglstratlon or common law claim over the mark. In fact, in another
proceeding filed agalnst the Opposer and his claimed mark®, the Opposer subm1tted copies of
computer disk labels that all appear to be from the 1980’5 during which time the corporate owner
was still a legal entity. Based on the nature of the alleged “trademark ass1gntnent claimed by
Opposer, and this thin evidencei provided in response to a cancellation proceeding, it appears that
no one has used the mark in any manner at least since the suspeosion of the Anjlerican Intelliware
Corporation on June 1, 1994, now almost eight years ago.
CONCLUSION

For the foregoing reasons, Apphcant respectfully requests that its Motxon for Dismissal for
lack of subject matter _]urlSdlCthn for want of standing by the Opposer be granted' In the alternative,
because the undisputed facts estabhsh the dissimilarity between the Apphcant s INTELLIWEAR
mark and Opposer’s AMERICAN INTELLIWARE Marks, thereby precludmg a ﬁndmg of
likelihood of confusion, and because no facts beyond those available in connechon with this Motion
can reasonably be expected to change that result, Applicant respectfully request§ that his Motion for
Summary Judgment be granted |

Respectfully submitted,

Date: April 26, 2002

" Ropert T. Daunt, Esq.
- Mark W./Good, Esq. :
DAVIS & SCHROEDER,

A PROFESSIONAL COB}PORATION
215 West Franklin, 4th Floor

4 Cancellation No. 31660, Intelliware Systems, Inc, v. Mark D. Tannen
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P. 0. Box 3080 ‘
Monterey, CA. 93942-3080
Telephone: (831) 649-1122
Facsimile:  (831) 649-0566
E-mail: rtd@NetLawyers.com

Attorneys for Applicant,
JAY MACK
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.CERTIFICATE OF SERVICE

1 hereby certify that a copy of the foregoing APPLICANT'S ANSWER TO NOTICE OF
OPPOSITION was mailed FIRST CLASS mail, postage prepaid, this 26th day of April, 2002 on
Opposer's counsel: - :

Paul J. Reilly, Esq.

BAKER BOTTS, L.L.P.
101 Rockefeller Plaza, 44th Floor
New York, NY 10112-0228
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OF STATE

'~ DOMESTIC CORPORATION |
CERTIFICATE OF FILING AND SUSPENSION

[, BILL JONES, Secretafy of State of the State of California, hereby cértify:

That on November 23, 1983, AMERICAN INTELLIWARE CORPOR:B\TION, corporate
number C1217163, became incorporated under the laws of the State of '‘California by filing
its Articles of Incorporation in this office. ‘

That on June 1, 1994, pursuant to the provisions of the California Bank and Corporation
Tax Law, more particularly Section 23302 of the Revenue and Taxation Code, the
Franchise Tax Board transmitted a list fo this office containing the names of domestic
corporations, the exercise of whose corporate powers, rights and privileges had been
suspended under that law, which included the above-named corporation, .

That the corporate powers, rights and privileges of the above-named é;omorafion remain
suspended, reinstatement never having been effected. '

IN WITNESS WHEREOF, | execute this
certificate and affix the Great Seal
of the State of Califdrnia this day
of December 19, 2001.

" I NP-24 A (Rev. 1-96) OSP 85 21639
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